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By the Board:

This case now comes up for consideration of applicant’s
notion for sunmmary judgnent on the grounds that there is no
| i kel i hood of confusion between the parties’ respective
mar ks and that applicant’s mark does not dilute the
distinctive quality of opposer’s pleaded marks. Because the
Board presunes the parties’ know edge of their specific
mar ks and goods and services invol ved herein, that
information will not be set forth.

Applicant argues that in view of the dissimlarity of
the marks and the differences in the goods listed in the
parties’ respective applications and registrations, there
are no additional facts which could be uncovered during
trial of this matter and, therefore, the Board shoul d grant
sumary judgnent in applicant’s favor. |In support of its

notion for sunmary judgnent, applicant submtted only the



Qpposition No. 91156650

declaration of its attorney regarding the notice of
publication of its involved mark and status information from
t he TARR dat abase of the USPTO concerning applicant’s

i nvol ved mark and opposer’s pl eaded registrations.

I n response, opposer argues that applicant has not net
its burden on sunmary judgnment inasmuch as applicant bases
its notion for summary judgnent on the “bald concl usion”
that the marks and the goods and services at issue differ;
and that there remain genuine issues of material fact for
trial, e.g., the commercial inpression of the marks, and the
rel at edness of the goods and services.!?

Applicant, as the party noving for summary judgnent,
has the burden of denonstrating the absence of any genuine
issue of material fact, and that it is entitled to judgnent
as a matter of law. See Celotex Corp. v. Catrett, 477 U.S.

317, 106 S. . 2548 (1986). The evidence nmust be viewed in

1 Opposer has extensively argued that summary judgnment shoul d be
deni ed due to applicant’s failure to respond to opposer’s

di scovery requests, those responses being due the day after
applicant filed its notion for sunmary judgnent. W note,
however, that opposer’s concern regarding its unanswered

di scovery requests is irrelevant to the notion for sumary
judgnment, unless opposer had noved for discovery under Fed. R
Cv. P. 56(f).

Addi tionally, opposer argues (in its brief in opposition to
applicant’s notion for summary judgnent) that the Board should
conpel applicant to respond to the outstandi ng di scovery
requests. In that regard, we consider applicant’s filing of the
notion for summary judgnent to have effectively tolled the
running of this opposition for all matters not germane to the
notion for summary judgnent. See generally TBMP § 528.03 (2d.
edition, rev. 1 March 2004). Accordingly, opposer’s “notion” to
conpel is denied as premature.
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a light favorable to the non-novant, and all justifiable
inferences are to be drawn in the non-novant's favor. See
Qoryland USA, Inc. v. Geat Anerican Misic Show, Inc., 970
F.2d 847, 23 USPQd 1471 (Fed. Gir. 1993).

Upon consi deration of the argunents and evi dence presented
by the parties under the summary judgnent guidelines set forth
above, and drawing all reasonable inferences in favor of opposer,
t he nonnoving party, we find that applicant has not net its
burden of proof to obtain sunmary judgnent. |In particular,
applicant’s self-serving statenent that its mark is so dissimlar
inrelation to opposer’s pleaded marks that no reasonabl e
consunmer woul d ever confuse applicant’s mark with opposer’s marks
is insufficient to establish that (i) there are no genui ne issues
of material fact remaining for trial, as to either the issues
involved in |likelihood of confusion or dilution, and (ii) it is
entitled to judgnent as a matter of law. We find, at a m ninmum
there exist genuine issues of material fact as to the commerci al
i npression of the marks and the rel atedness of the goods and
services.?2 See Fed. R Cv. P. 56.

Accordingly, applicant's notion for summary judgnent is

deni ed.

2 The fact that we have identified and di scussed only a few
i ssues of material fact as sufficient bases for denying the
nmotion for summary judgnent shoul d not be construed as a finding
that these are necessarily the only issues that remain for trial
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Applicant is allowed until TWENTY DAYS fromthe mailing
date of this order to respond to opposer’s first set of
requests for adm ssions, first set of requests for
production of docunents and first set of interrogatories.3

Di scovery having closed prior to the filing of
applicant’s notion for summary judgnent, trial dates only
are reset bel ow

Di scovery period to cl ose: CLOSED

30-day testinony period for party in
Position of plaintiff to close: Sept enber 20, 2004

30-day testinony period for party in
Position of defendant to cl ose: Novenber 19, 2004

15-day rebuttal testinony period
to cl ose: January 3, 2005

I N EACH | NSTANCE, a copy of the transcript of testinony
together with copies of docunentary exhibits, nust be served
on the adverse party WTH N TH RTY DAYS after conpletion of
the taking of testinony. Trademark Rule 2.1 25.

Briefs shall be filed in accordance with Trademark Rul e
2.128(a) and (b). An oral hearing will be set only upon

request filed as provided by Trademark Rule 2.129.

3 W hasten to add that this is nerely a resetting of the tine,
stayed by the filing of applicant’s notion for sumary judgnent,
for applicant to respond to opposer’s previously served di scovery
requests. |In the event of a discovery dispute, the renedy lies
inatinely notion to conpel, filed only after a good faith
effort by the parties to resolve their dispute.



